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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  79137917
 
MARK: NIPPON ELECTRIC GLASS
 

 
        

*79137917*
CORRESPONDENT ADDRESS:
       SARAH G. VOELLER
       HAMRE, SCHUMANN, MUELLER & LARSON, P.C.
       P.O. BOX 2902
       MINNEAPOLIS, MN 55402
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE

 
APPLICANT: Nippon Electric Glass Co., Ltd.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       08279.1699US
CORRESPONDENT E-MAIL ADDRESS: 
       svoeller@hsml.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
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TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 8/20/2015
 
 
THIS IS A FINAL ACTION.
 
INTERNATIONAL REGISTRATION NO. 1180257
 
 
This Office action is in response to applicant’s communications filed on May 15, 2015 and July 8, 2015.
An Office action issued December 11, 2014 made final two requirements: a requirement for a disclaimer
of ELECTRIC in specified classes and a requirement for an amended identification in classes 009, 011,
and 021.
 
In its latest responses, applicant has “revoked” its disclaimer of GLASS, on the grounds that it has
already provided evidence of the mark’s acquired distinctiveness. Applicant also amended the
identification and argued against the disclaimer requirement for ELECTRIC.
 
The identification of goods is acceptable. The requirement for a disclaimer of GLASS is made final, as
applicant’s evidence does not support a finding of acquired distinctiveness for GLASS. The requirement
for a disclaimer of ELECTRIC is also again made final, as applicant’s arguments and evidence are
unpersuasive.
 
Final Requirement: Disclaimer of “GLASS” and Disclaimer of “ELECTRIC” in classes 001, 011,
019, 021
 
 
Applicant must disclaim the wording “ELECTRIC” in classes 001, 011, 019, and 021, and the wording “
GLASS” because it is a generic designation for applicant’s goods and/or services and is thus an
unregistrable component of the mark.  See 15 U.S.C. §§1052(e)(1), 1056(a); In re Am. Inst. of Certified
Pub. Accountants, 65 USPQ2d 1972, 1981-85 (TTAB 2003); TMEP §§1212.02(e), 1213.03(b). 
 
Determining whether a mark is generic requires a two-step inquiry:
 
(1)       What is the genus of goods and/or services at issue?
 

(2)       Does the relevant public understand the designation primarily to refer to that genus
of goods and/or services?

 
H. Marvin Ginn Corp. v. Int’l Ass’n of Fire Chiefs, Inc., 782 F.2d 987, 989-90, 228 USPQ 528, 530 (Fed.
Cir. 1986); In re Meridian Rack & Pinion, 114 USPQ2d 1462, 1463 (TTAB 2015) (citing In re
1800Mattress.com IP, LLC, 586 F.3d 1359, 1363, 92 USPQ2d 1682, 1684 (Fed. Cir. 2009)); TMEP
§1209.01(c)(i). 
 
Regarding the first part of the inquiry, the genus of goods and/or services is often defined by an
applicant’s identification of goods and/or services.  In re Meridian Rack & Pinion, 114 USPQ2d at 1463
(citing Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 640, 19 USPQ2d 1551, 1552 (Fed. Cir. 1991)). 



 
In this case, the application identifies the goods as a variety of goods containing or made of glass, which
adequately defines the genus at issue. As evidence, applicant’s identification of goods makes repeated
reference to glass goods. As examples, and not an exhaustive list, see the following goods:
 

“Chemicals containing glass for use in industry” in International Class 001;
“Loading and unloading pallets of metal for use in the manufacture of glassware” in International
Class 006;
“Crystallized glass transport devices, namely, conveyors for use in the manufacture or processing of
crystallized glass” in International Class 007;
“Infrared-ray absorbing glass, not for building” in International Class 009;
“Glass syringes for medical purposes” in International Class 010;
“Glass windows sold as a part of stoves” in International Class 011;
“Glass fiver materials for insulation” in International Class 017;
“Building glass” in International Class 019;
“Furniture using radiation shield glass, namely, single-leaf screens, folding screens and partitions”
in International Class 020;
“Glass, unworked or semi-worked, namely, glass substrates, glass tubes, glass for exhaust tubes,
and sealing glass, all for liquid crystal displays, plasma displays, field-emission displays, organic
electroluminescence displays, inorganic electroluminescence displays, flat-panel displays and other
panel displays” in International Class 021;
“Glass fibers for textile use” in International Class 022;
“Fiberglass thread and yarn, for textile use” in International Class 023;
“Fiberglass felts and non-woven fabrics” in International Class 024.

 
As shown by applicant’s identification of goods, “glass” is a common feature or characteristic of many
of the applicant’s goods. The word GLASS in the mark has little, if any, source-identifying significance.
Therefore, the term must be disclaimed.
 
In this case, the application identifies the goods as a variety of goods that are electric or for use with
electric goods, which adequately defines the genus at issue. As examples, and not an exhaustive list, see
the following goods:
 

“Chemicals used for forming dielectric layers on electric and electronic components, forming ribs
for pixels located inside of a display panel, forming coated layers, binding metallic powder, binding
or powdery coating” in International Class 001;
“Electric lamps” in International Class 011;
“Building glass used for internal walls of electric furnaces for burning electronic component” in
International Class 019;
“Glass used for electric wires and cables” in International Class 021.

 
As shown by applicant’s identification of goods, “electric” is a common feature or characteristic of many
of the applicant’s goods. The word ELECTRIC in the mark has little, if any, source-identifying
significance in the specified classes. Therefore, the term must be disclaimed.
 
Even if the mark is registrable under Section 2(f), the unregistrable components must be disclaimed. See
In re Creative Goldsmiths of Wash., Inc., 229 USPQ 766, 768 (TTAB 1986) (“[W]e conclude that it is
within the discretion of an Examining Attorney to require the disclaimer of an unregistrable component
(such as a common descriptive, or generic, name) of a composite mark sought to be registered on the



Principal Register under the provisions of Section 2(f).”).   In this case, GLASS must be disclaimed in all
classes and ELECTRIC in the specified classes, because they are unregistrable components of an
otherwise registrable mark. They immediately identify features of the goods (such as being made of glass,
or being electrically-operated) and do not function as an identifier of source.
 
 
Regarding the second part of the inquiry, the relevant public is the purchasing or consuming public for the
identified goods and/or services.  Sheetz of Del., Inc. v. Doctor’s Assocs. Inc., 108 USPQ2d 1341, 1351
(TTAB 2013) (citing Magic Wand Inc. v. RDB Inc., 940 F.2d at 640, 19 USPQ2d at 1553).  In this case,
the relevant public comprises ordinary consumers who purchase applicant’s goods, because there are no
restrictions or limitations to the channels of trade or classes of consumers.  The attached evidence from
applicant’s website and www.wikipedia.org shows that the wording “ GLASS” in the applied-for mark
means the type of goods offered by the applicant and thus the relevant public would understand this
designation to refer primarily to the genus of goods because applicant’s goods are glass, glass machines,
or comprised of glass. Also see the attached third-party website screen capture that refers to electric
privacy glass. Thus, the term ELECTRIC identifies the type of goods offered by the applicant. All of the
evidence taken together shows that the wording “ELECTRIC” in the specified classes and “GLASS” in
all classes must be disclaimed.
 
All generic names of a product or service are not registrable and belong in the public domain for
competitors to use.  See In re Women’s Publ’g Co., 23 USPQ2d 1876, 1877 (TTAB 1992) (citing In re
Sun Oil Co., 426 F.2d 401, 404, 165 USPQ 718, 719 (C.C.P.A. 1970) (Rich, J., concurring)).  The
disclaimer of unregistrable matter does not affect the appearance of the mark; that is, a disclaimer does not
physically remove the disclaimed matter from the mark.  See Schwarzkopf v. John H. Breck, Inc., 340 F.2d
978, 978, 144 USPQ 433, 433 (C.C.P.A. 1965); TMEP §1213. 
 
If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark. 
See In re Stereotaxis Inc., 429 F.3d 1039, 1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir. 2005); TMEP
§1213.01(b).
 
Applicant should submit a disclaimer in the following standardized format:
 

No claim is made to the exclusive right to use “ELECTRIC” in classes 001, 011, 019, and
021, and the wording “GLASS”  apart from the mark as shown.

 
For an overview of disclaimers and instructions on how to satisfy this disclaimer requirement online using
the Trademark Electronic Application System (TEAS) form, please go to
http://www.uspto.gov/trademarks/law/disclaimer.jsp.
 
 
 
Applicant’s Arguments
 
Applicant appears to argue that the wording should not be disclaimed because the phrase “electric glass”
does not appear in the dictionaries that applicant attached to the response. The applicant is not being
required to disclaim the phrase “electric glass.” Rather, the requirement is for a disclaimer of ELECTRIC
in specified classes and GLASS in all classes. Thus, the fact that “electric glass” does not appear in a
dictionary is not persuasive in this case.
 
Applicant’s argument regarding the word ELECTRIC drastically simplifies the applied-for goods to the

http://www.uspto.gov/trademarks/law/disclaimer.jsp


extent that applicant’s summary is misleading. For example, applicant states in its response that its class
011 goods are “specialty glass products; glassmaking machinery.” This summary completely excludes
goods in class 011 that are electric, such as electric lamps and parts for electric ovens. When considering
the actual identification of goods, and not applicant’s “summary” of the identification, the wording
ELECTRIC and GLASS clearly do not function as indicators of source but only to identify the type of
goods.
 
Applicant’s evidence does not show that ELECTRIC or GLASS would be viewed as a source-identifier.
Regardless of whether NIPPON ELECTRIC GLASS may be an indicator of source, the wording GLASS
and ELECTRIC must be disclaimed apart from the mark as shown because the wording GLASS and
ELECTRIC immediately identifies a feature or characteristic of the goods.
 
Final Action Response Guidelines
 
Applicant must respond within six months of the date of issuance of this final Office action or the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond by
providing one or both of the following:
 

(1)       A response that fully satisfies all outstanding requirements and/or resolves all
outstanding refusals.

 
(2)       An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100
per class.

 
37 C.F.R. §2.63(b)(1)-(2); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
 
In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37
C.F.R. §2.63(b)(2) to review procedural issues.  TMEP §714.04; see 37 C.F.R. §2.146(b); TBMP
§1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is $100.  37 C.F.R.
§2.6(a)(15).
 
 
 
 

/Shannon Twohig/
Attorney, USPTO
Law Office 105
shannon.twohig@uspto.gov
(571) 272-8855

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.

http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TEAS@uspto.gov


 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 

http://tsdr.uspto.gov/
mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/trademarks/process/status/
http://www.uspto.gov/trademarks/teas/correspondence.jsp




























To: Nippon Electric Glass Co., Ltd. (svoeller@hsml.com)

Subject: U.S. TRADEMARK APPLICATION NO. 79137917 - NIPPON ELECTRIC
GLASS - 08279.1699US

Sent: 8/20/2015 11:40:47 AM

Sent As: ECOM105@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED

ON 8/20/2015 FOR U.S. APPLICATION SERIAL NO. 79137917
 

Please follow the instructions below:
 
(1)  TO READ THE LETTER:  Click on this link or go to http://tsdr.uspto.gov, enter the U.S.
application serial number, and click on “Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the
application, but will be available within 24 hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:  Please carefully review the Office action to determine (1)
how to respond, and (2) the applicable response time period.  Your response deadline will be calculated
from 8/20/2015 (or sooner if specified in the Office action).  For information regarding response time
periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp.
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the
USPTO does NOT accept e-mails as responses to Office actions.  Instead, the USPTO recommends that
you respond online using the Trademark Electronic Application System (TEAS) response form located at
http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the
assigned trademark examining attorney.  For technical assistance in accessing or viewing the Office action
in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the

mailto:svoeller@hsml.com
http://tsdr.uspto.gov/view.action?sn=79137917&type=OOA&date=20150820#tdrlink
http://tsdr.uspto.gov/
http://www.uspto.gov/trademarks/process/status/responsetime.jsp
http://www.uspto.gov/trademarks/teas/response_forms.jsp
mailto:TSDR@uspto.gov


ABANDONMENT of your application.  For more information regarding abandonment, see
http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:  Private
companies not associated with the USPTO are using information provided in trademark applications to
mail or e-mail trademark-related solicitations.  These companies often use names that closely resemble the
USPTO and their solicitations may look like an official government document.  Many solicitations require
that you pay “fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are
responding to an official document from the USPTO rather than a private company solicitation.  All
official USPTO correspondence will be mailed only from the “United States Patent and Trademark
Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on
how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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